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DETAILED ACTION 

1 . This office action is in response to the Amendment filed on 08/14/2008. Claims 1-2 are 
cancelled. Claim 17 is added. Claims 3-17 are now pending. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this section can be found 
in a prior Office Action. 

Specification 

4. The disclosure is objected to because of the following informalities: Renumber of the 
claim 1 and 2 cited in the specification needed. 

Appropriate correction is required. 

Claim Objections 

5. Claim 17 is objected to because of the following informalities: Change "coUoidial" to 
"colloidal". 

6. Claim 8 is objected to because of the following informalities: Change "acid" to "acidic" 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claim 17 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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The claim is indefinite if undue experimentation is involved to determine boundaries of 
protection. This rationale is apphcable to polymer "obtainable" by a stated process because any 
variation in any parameter within the scope of the claimed process would change the polymer 
produced. One who made or used a polymer made by a process other than the process cited in 
the claim would have to produce a polymer using all possible parameters within the scope of the 
claim, and then extensively analyze each product to determine if this polymer was obtainable by 
a process within the scope of the claimed process. See Ex Parte Tankslev . 26 USPQ 2d 1384. 
9. Claims 11, 13-14 and 16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 1 recites the limitation "acid solvent generation means" in claim 9. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 13 recites the limitation "aggregating means" in claim 12. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "pH adjustment means" in claim 13. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 16 recites the limitation "a means" in claim 7. There is insufficient antecedent 
basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1 1 . Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Poncelet et al. 
(US 5888711). 

Poncelet et al. discloses an inorganic material is synthesized by reacting soluble silica or 
a soluble silicate compound with an aluminum compound to form a soluble hydroxyaluminum 
silicate complex in an aqueous solution at apH of 3.2 to 5.5; and digesting at a pH of 3.1 to 5.0 
soluble hydroxyaluminum complexes freshly formed, thereby forming a colloidal dispersion of 
the inorganic material. When the product is not isolated from its colloidal solution, it may be 
used as a flocculant (column 1 lines 15-26). 

Claim 17 is the manufacturing method for the flocculant claimed is the material, reaction 
condition and sequence, which was cited through instant claims 17 and were rejected as 
previously discussed. Even though product-by-process claims are limited by and defined by the 
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process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. Once the examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to come 
forward with evidence establishing an unobvious difference between the claimed product and the 
prior art product. In re Marosi. 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983). 

12. Claims 17, 3-7 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Poncelet et al. (US 588871 1) in view of Yasuhiro et al. (JP2001-10471 1) and fiirther in view of 
Hasegawa et al. (US 4923629). 

13. Poncelet et al. disclose an inorganic material is synthesized by reacting soluble silica or a 
soluble silicate compound (read on claim 17) and NaOH with an aluminum compound (read on 
claims 17 and 6) to form a colloidal dispersion of the inorganic material. When the product is not 
isolated from its colloidal solution, it may be used as a flocculant (column 1 lines 15-26). 
Hydrochloric acid (read on claim 4) and acetic acid (read on claim 5) was used to solubilize the 
flocculant. A white gel was collected which was solubilized with 5 ml of a 50:50 mixture of 
hydrochloric acid IM and acetic acid 2M. The volume of the solution was made up to 1 liter with 
water, i.e. hydrochloric acid was diluted (read on claim 10). Ammonium hydroxide can be added 
(read on claim 16) (See Example 1). Aluminum sulfate and ion salts capable of generating 
hydroxide can be added to prepare flocculants or into water to be treated with the flocculant 
(read on claims 15 and 16) (colimin 4, lines 1-15). 
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Poncelet et al. is silent on (1) heat treating silicon-containing substance with an alkaline 
substance in solid form; and (2) pH value of 2-3. 

Regarding point (1): Yasuhiro et al. disclose an inorganic flocculant comprising silica, 
calcium oxide, calcium hydroxide (read on claims 17, 3, 8 and 9), aluminum and iron (read on 
claim 6). And the flocculating agent is applicable to treat slurry consists of suspension particles 
(read on claims 15 and 17) (Detailed Description [0007]). The flocculant can be suitably 
obtained from the intermediate of a cement production during calcination of cement (read on 
claim 17 heat freating at a temperature below meting temperature of the silicon-containing 
substance) ([0009]). The flocculant is a relatively cheap inorganic system and especially low cost 
for manufacturing ([0003]). 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains to use cost-effective intermediate of 
a cement production and solubilize with acids as a flocculant. 

Yasuhiro et al. is silent on adjust pH to 2-3. 

Regarding point (2): Hasegawa et al. disclose method and flocculant for water freatment 
in which the highly polymerized silicic acid and a water-soluble salt of a metal capable of 
forming a hydroxide in water such as aluminum are added to the water to be treated (Abstract). 
Silicic acid polymerized in an acid solution at a pH of 4 sets to gel in approximately 8 hours 
when the pH of the solution is left unchanged. When the pH value of the solution is changed to 2 
by the addition of diluted sulfuric acid, on the other hand, the same polvsilicic acid remains 
stable even after 140 hours, exhibiting a satisfactory aggregating property (column 3, lines 14- 
21). 
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It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains to adjust pH between 2 to 3 to 
prolong the shelf life of the flocculant for water treatment. 

14. Claims 8-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Poncelet et 
al. (US 588871 1) in view of Yasuhiro et al. (JP2001-10471 1). 

Poncelet et al. disclose an inorganic material is synthesized by reacting soluble silica or a 
soluble silicate compound (read on claim 8) and NaOH with an aluminum compound to form a 
colloidal dispersion of the inorganic material. When the product is not isolated from its colloidal 
solution, it may be used as a flocculant (column 1 lines 15-26). Hydrochloric acid and acetic acid 
(read on claim 11) was used to solubilize the flocculant. A white gel was collected which was 
solubilized with 5 ml of a 50:50 mixture of hydrochloric acid IM and acetic acid 2M. The 
volume of the solution was made up to 1 liter with water, i.e. hydrochloric acid was diluted (read 
on claim 10). Ammonium hydroxide can be added (read on claim 16) (see Example 1). Poncelet 
et al. discloses the residual ions can be eliminated by dialysis or by ulfra-filfration (read on claim 
12) (Column 4 lines 28 and 29). 

Aluminum sulfate could be used as aggregation aid. Greater effect will be obtained if the 
salt of iron or other metal exists in the water to be freated with a flocculant of the invention. This 
can be achieved by adding the salt of other metal when the flocculant is prepared (column 4, 
lines 10-16). Although Poncelet et al. do not explicitly express using iron or aluminum to adjust 
pH, it is obvious that iron and aluminum added in the flocculant solution could react with 
hydrochloride acid (Fe + 2HC1 ^ FeCb + H2 and 2A1 + 6HC1 ^ 2AICI3 + 3H2O) and then raise 
solution pH value (read on claim 14). 
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The aluminum sulfate , that could be used as aggregation aid in the flocculant solution, 
could generate SO4" ion and then react with Ca^^, which is present in the flocculant solution, to 
form CaS04 which is equivalent to gypsum (CaS04 2H2O) in solution (read on claim 13). 

Poncelet et al. is silent on heat treating silicon-containing substance with an alkaline 
substance in solid form. 

Yasuhiro et al. disclose a method to manufacture an inorganic flocculant comprises heat 
treating silica, calcium oxide, calcium hydroxide (read on claims 8 and 9), aluminum and iron 
mixture. And the flocculating agent is applicable to treat slurry consists of suspension particles 
(Detailed Description [0007]). The flocculant can be suitably obtained from the intermediate of a 
cement production during calcination of cement (read on claim 8 heat treating at a temperature 
below meting temperature of the silicon-containing substance) ([0009]). The flocculant is a 
relatively cheap inorganic system and especially low cost for manufacturing ([0003]). 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains to use cost-effective intermediate of 
a cement production and solubilize with acids as a flocculant. 

Response to Arguments 

1 5 . Applicant's arguments with respect to claims 1-16 anticipated by or unpatentable over 
Tsutomo et al. (JP 3 157107) have been considered but are moot in view of the new ground(s) of 
rejection. The previously applied reference Tsutomo et al. (JP 3157107) is withdrawn. 

16. Claim Rejections Under 35 U.S.C. ^102 : 

17. Rejections with respect to claim 1 anticipated by Yasuhiro et al. (JP 2001-10471 1), claim 
1 anticipated by Poncelet et al. (US 588871 1) and claims 1-4 anticipated by Tsutomo et al. (JP 
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3 157107) have been considered but are moot in view of the new ground(s) of rejection. The 35 
U.S.C. § 102 rejections have been withdrawn due to the cancellation of claims 1 and 2 and newly 
added claim 17. 

18. Regarding applicant's argument: " heating a solid mixture of silicon-containing 
compound and an alkaline substance" on page 13, lines 17 and 18. 

Response: In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies are not 
recited in the rejected claim(s). Although the claims are interpreted in hght of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The limitations in the cancelled claims 1 and 2 do 
not contain "heating a solid mixture." 

19. Claim Rejections Under 35 U.S.C. $103 : 

20. Applicant's arguments with respect to claims 1-14 anticipated by or obvious over 
Tsutomo et al. (JP 3 157107) have been considered but are moot in view of the new ground(s) of 
rejection. The rejections by previously applied reference Tsutomo et al. (JP 3157107), which is 
not longer applicable, are replaced with new ground(s) of rejections: (1) unpatentable over 
Poncelet et al. (US 588871 1) in view of Yasuhiro et al. (JP2001-10471 1) and fiirther in view of 
Hasegawa et al. (US 4923629) for claims 17 and 3-7; and (2) unpatentable over Poncelet et al. 
(US 5888711) in view of Yasuhiro et al. (JP200 1- 10471 1) for claims 8-14. 

21 . Applicant's arguments with respect to claims 15-16 unpatentable over Kalinski et al. (US 
2650193) have been considered but are moot in view of the new ground(s) of rejection. The 
previously applied reference Kalinski et al. (US 2650193) is replaced with new ground(s) of 
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rejections: unpatentable over Poncelet et al. (US 588871 1) in view of Yasuhiro et al. (JP2001- 
10471 1) and further in view of Hasegawa et al. (US 4923629). 
22. Regarding "Claims 15 and 16 depend from claim 8 that, ..." 

Response: Attentions are drawn to claim 15 which recites "A flocculant method for 
mixing the flocculant mentioned in claim 7 " and claim 16 ". . .mentioned in claiml5 .. . ." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chun-Cheng Wang whose telephone number is (571)270-5459. 
The examiner can normally be reached on Monday to Friday w/altemate Friday off 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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